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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claim 1 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
Claim 1, Page 1, lines 16 — Page 2, line 2 states "wherein, when a user holds the 
apparatus with a first hand on the first side and a second hand on the second side, the 
first hand can access the common button and the cursor key provided on the first side 
of the apparatus but cannot access the at least one of the alphanumeric keys provided 
on the second side, and wherein the second hand of the user can access the at least 
one of the alphanumeric keys provided on the second side of the apparatus, but cannot 
access the common button and the cursor key provided on the first side." The phrases 
"but cannot access the at least one of the alphanumeric keys provided on the second 
side... but cannot access the common button and the cursor key provided on the first 
side" are negative limitations that are not supported by the specification. The 
specification does not state how the user cannot access the at least one of the 
alphanumeric keys on the second side. For instance, the specification does not 
mention that the dimensions of the device are large enough to prevent all users from 
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accessing the at least one of the alphanumeric keys positioned on the second side 
when the device is held with two hands. The specification does not mention any type of 
barrier or finger print authorization prohibiting the user to access the at least one 
alphanumeric key on the second side with the first hand. Therefore, the negative 
limitations "the first hand... cannot access the at least one of the alphanumeric keys 
provided on the second side... but cannot access the common button and the cursor key 
provided on the first side" are not supported by the specification and fails to comply with 
the enablement requirement. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. 

5. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 1 , lines 17-19, states "wherein, when a user holds the 
apparatus with a first hand on the first side and a second hand on the second side, the 
first hand can access the common button and the cursor key provided on the first side 
of the apparatus but cannot access the at least one of the alphanumeric keys provided 
on the second side, and wherein the second hand of the user can access the at least 
one of the alphanumeric keys provided on the second side of the apparatus, but cannot 
access the common button and the cursor key provided on the first side". The phrases 
"but cannot access the at least one of the alphanumeric keys provided on the second 
side... but cannot access the common button and the cursor key provided on the first 
side" are negative limitation that are indefinite. These limitations depend upon the size 
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of a user's hand. In the example where a user has a small hand, the claim limitations 
will hold true. In the example where a user has a large hand, the claim limitations may 
not hold true. Therefore, these limitations are indefinite based upon the size of a user's 
hand. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1, 5, 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Unruh (USPGPUB 2005/0162395— hereinafter Unruh) in view of Dow et al. (US. 
Patent 7,038,71 7--hereinafter "Dow") and Nakae et al. (USPGPUB 2004/0166829— 
hereinafter "Nakae"). 

As to Claim 1 , Unruh teaches an information processing apparatus (Fig. 1, 1), 
comprising: a display (2); a keyboard including alphanumeric keys (3) each allocated to 
one character in a first input mode (the Examiner interprets the first input mode to 
be the telephone mode where number characters are used), wherein at least one of 
the alphanumeric keys of the keyboard is allocated to more than one character in the 
second input mode (Fig. 1, reference number 3 and Pg. 4, U' 60 and 61; the 
Examiner interprets the second input mode as the text mode) and is provided on a 
second side of the apparatus (Fig. 1, note that the alphanumeric keys are on the 
second side (lower half) of the apparatus), at least one cursor key (Fig. 1, note up 
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arrow and down arrow) configured to select a word generated by a predetermined 
program (See Figs. 10-13 and Pg. 6, H's 74-75), wherein the at least one cursor key is 
provided on a first side of the apparatus, opposite to the second side, between the 
display and the keyboard (Fig. 1, note that the cursor keys are on the top side of the 
apparatus and note the position of arrow keys in relation to the display and 
keyboard), a common button (space character) configured to be a determination 
button to determine the word selected from candidates appearing on the display 
according to a number of times a selected alphanumeric key is pressed in a second 
input mode while the predetermined program is activated (Figs. 7-13 and Pg. 5, U 63 
and Pgs. 5-6, H's 71-75— note that the space character is used as the 
determination button. Also note that Unruh is silent as to the location of the 
space character). 

Unruh fails to teach the common button configured to be an activation button to 
activate a predetermined program. Examiner cites Dow et al. to teach a common button 
configured to be both an activation button to activate a predetermined program and a 
determination button (Fig. 1A, Reference Numbers 26, 34, 36 or 38 and Col. 3, lines 
37-45 and Col. 9, lines 27-40). At the time the invention was made, it would have been 
obvious to a person of ordinary skill in the art to incorporate button reuse as taught by 
Dow in the information processing apparatus taught by Unruh so that the apparatus 
may be faster and more convenient to use due to the lack of an enter button (Dow et 
al.—Col. 9, lines 35-37). 
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Unruh, as modified by Dow, fails to teach that the common button is provided on 
a first side of the apparatus between the display and the keyboard. Examiner cites 
Nakae to teach a program activation button (Fig. 1A, 14c and 14g) and determination 
keys (14d) located on a first side of the apparatus between the display (13) and the 
keyboard (14f—See Fig. 1 — note that both the activation keys 14c, 14g and 
determination keys 14d constitute a common key as described in the claim 
limitation). At the time the invention was made, it would have been obvious to a person 
of ordinary skill in the art to place the common button between the display and the 
keyboard as taught by Nakae in the information processing apparatus taught by Unruh 
and Dow, so as to make it convenient for the user to find and comfortable for the thumb 
to access. 

The combination of Unruh, Dow and Nakae yields the operation wherein when a 
user holds the apparatus with a first hand on the first side and a second hand on the 
second side, the first hand can access the common button and the cursor key provided 
on the first side of the apparatus but cannot access the at least one of the alphanumeric 
keys provided on the second side, and wherein the second hand of the user can access 
the at least one of the alphanumeric keys provided on the second side of the apparatus 
but cannot access the common button and the cursor key provided on the first side 
(note that by turning the device taught by Unruh, Dow and Nakae on its side (in a 
horizontal position) the user uses two hands to operate the device wherein the 
left thumb will operate the common button and cursor keys but cannot access the 
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at least one of the alphanumeric keys and the right thumb will operate the 
alphanumeric keys but cannot access the common button and the cursor key). 

As to Claim 5 , Unruh teaches at least one auxiliary input key (Fig. 1, Reference 
Number 3, Key 2) configured to input a first character when the predetermined program 
is not activated (inputs the character "2") and to input a second character when the 
predetermined program is activated (inputs the characters "a", "b' or "c"). 

As to Claim 7 , all of the claim limitations have been addressed with respect to 
Claim 1 . (See Claim 1 and note that the combination of Unruh, Dow and Nakae 
yields the structure of Claim 7). 

As to Claim 8 , Unruh teaches that in the second input mode, a single letter is 
selected by the at least one of the alphanumeric keys allocated to more than one 
character, and in response to the single letter selected by the at least one of the 
alphanumeric keys, the predetermined program generates a list including a single word 
and a group of words configured to be selected by the common button (Unruh— Fig. 7 
and Pg. 5, U 71, note that the "6 mno" key is activated and in response the 
predetermined program generates a list including a single word "in" and a group 
of words, "go" and "im", configured to be selected by the common button). 

8. Claims 2 and 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Unruh, Dow and Nakae as applied to claims 1, 5, 7 and 8 above, and further in view of 
Mak (USPGPUB 2004/0085289— hereinafter "Mak"). 
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As to Claim 2 , Unruh, as modified by Dow and Nakae, fails to teach a pointing 
device configured to move a pointer appearing on the display in a desired direction, 
wherein the pointing device is adjacent to the common button. Examiner cites Mak to 
teach a pointing device (Fig. 3, joystick 310) configured to move a pointer (110) 
appearing on the display in a desired direction (Pg. 3, U's 37-38). At the time the 
invention was made, it would have been obvious to a person of ordinary skill in the art to 
include a pointing device as taught by Mak in the information processing apparatus 
taught by Unruh, Dow and Nakae, so as to obtain greater control of the pointer. 

Unruh, as modified by Dow, Nakae and Mak, discloses that the pointing device is 
adjacent the common button, since the pointing device taught by Mak is located below 
the display (Mak— Fig. 3) and the common button is taught by Nakae to be between the 
display and the keyboard (Nakae— Fig. 1A). 

As to Claim 3 , Unruh teaches the at least one cursor key including a plurality of 
cursor keys (Unruh — Fig. 1, note "up" and "down" arrows). Unruh, as modified by 
Dow and Nakae; however, fails to teach the cursor keys arranged around a perimeter of 
the pointing device and the common button is arranged outside a perimeter of the 
plurality of cursor keys. Examiner cites Mak to teach a plurality of cursor keys (Mak— 
Fig. 3, 306a, 306b, 308a and 308b) arranged around a pointing device (Fig. 3, 310). At 
the time the invention was made, it would have been obvious to a person of ordinary 
skill in the art to arrange the cursor keys around the perimeter of the pointing device as 
taught by Mak in the information device taught by Unruh, Dow and Nakae in order to 
make it easier for the user to use the same finger to navigate the display. 
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9. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Unruh, 
Dow and Nakae as applied to claims 1 , 5 and 7 above, and further in view of Harada et 
al. (U.S. Patent 6,0726476— hereinafter "Harada"). 

As to Claim 4 , Unruh, as modified by Dow and Nakae, fails to teach a switch 
button configured to switch a direction of the display, wherein the switch button is 
adjacent to the cursor key. Examiner cites Harada to teach a switch button (Fig. 9, 
Reference Number 65B) configured to switch a direction of the display (Col. 11, lines 
19-30), wherein the switch button is adjacent to a cursor key (Fig. 9, note switch key 
65B adjacent cursor key 80A). At the time the invention was made, it would have 
been obvious to a person of ordinary skill in the art to incorporate the use of a switch 
button as taught by Harada in the information processing apparatus taught by Unruh, 
Dow and Nakae in order to display an image in portrait or landscape (Col. 13, lines 17- 
21). 

10. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Unruh, 
Dow and Nakae as applied to claims 1 , 5 and 7 above, and further in view of Shiono et 
al. (USPGPUB 2005/0188001— hereinafter "Shiono") and Fleck et al. (U.S. Patent 
6,977,81 1— hereinafter "Fleck"). 

As to Claim 6 . Unruh, as modified by Dow and Nakae, fails to teach a mouse 
button set, including a center button configured to scroll a screen appearing on the 
display; a left button configured to operate as a first function button; and a right button 
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configured to operate as a second function button. Examiner cites Shiono to teach a 
mouse button set (Fig. 3, Reference Numbers 23A-C), including a center button 
configured to scroll a screen appearing on the display (Fig. 3, Reference Numbers 
23C and Pg. 2, U 47), a left button configured to operate as a first function button (23A 
and Pg. 2, \47)\ and a right button configured to operate as a second function button 
236 and Pg. 2, ^47). At the time the invention was made, it would have been obvious 
to a person of ordinary skill in the art to incorporate the use of a mouse button set as 
taught by Shiono in the information processing apparatus taught by Unruh, as modified 
by Dow and Nakae, in order to add functionality to the apparatus. 

Unruh, as modified by Dow, Nakae and Shiono, also fails to teach that the mouse 
button set is located near an opposite end from the common button and the cursor key 
in an axial direction of a hinge pin between the display and the keyboard. Examiner 
cites Fleck to teach an information processing apparatus to teach that a mouse button 
set (Fig. 3, 310 and 312) is located at an opposite end from a hot button ("desktop" 
button— similar to a common button) and cursor keys (302, 304, 306 and 308) in an 
axial direction of a hinge pin (See Fig. 1) between the display and the keyboard (See 
Fig. 1). At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to arrange the mouse button opposite the common button and 
cursor keys as taught by Fleck in the information processing apparatus taught by Unruh, 
as modified by Dow, Nakae and Shiono, in order to add functionality to the apparatus 
when using the left hand to operate the display (Col. 6, lines 8-17). 
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(Please note that although Unruh is described as a mobile phone that It Is not 
limited only to mobile phones. Other devices such as PDA's and computers may 
be used (Unruh — Pg. 4, lines 1-6). Therefore the combination of Unruh with Fleck 
is appropriate.). 

1 1 . Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Unruh, 
Dow and Nakae as applied to claims 1 , 5, 7 and 8 above, and further in view of 
Blumberg (U.S. Patent 6,799,303-hereinafter "Blumberg"). 

As to Claim 9 , Unruh, as modified by Dow and Nakae, fails to teach that the 
alphanumeric keys include individual keys corresponding to each letter in the English 
alphabet in the first input mode. Examiner cites Blumberg to teach alphanumeric keys 
including individuals keys corresponding to each letter in the English alphabet in the first 
input mode (See Fig. 31a and 31b). At the time the invention was made, it would have 
been obvious to a person of ordinary skill in the art to incorporate the use of English 
alphabet letterings in the first input mode as taught by Blumberg in the information 
processing apparatus taught by Unruh, as modified by Dow and Nakae, in order to add 
functionality by increase typing speed (Blumberg— See Abstract). 

Response to Arguments 

12. In response to applicant's argument that the combination of Unruh, Dow and 
Nakae does not teach the limitation "wherein, when a user holds the apparatus with a 
first hand on the first side and a second hand on the second side, the first hand can 
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access the common button and the cursor key provided on the first side of the 
apparatus but cannot access the at least one of the alphanumeric keys provided on the 
second side, and wherein the second hand of the user can access the at least one of 
the alphanumeric keys provided on the second side of the apparatus, but cannot access 
the common button and the cursor key provided on the first side", a recitation of the 
intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. Because the claim limitation is dependent upon 
the size of a user's hands, the combination of Unruh, Dow and Nakae can be operated 
in the manner recited by claim 1, when positioned horizontally and used by a user with 
small hands. 

1 3. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., regarding the references not teaching that a user would be able to access certain 
buttons without moving either hands from the device (See Pg. 8, first paragraph) are not 
recited in the rejected claim(s). Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
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Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

Hidaka U.S. Patent 5,606,712 

Lenchik et al. U.S. Patent 6,658,272 

Lenchik et al. U.S. Patent 7,257,430 



15. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on May 7, 
2008 has been entered. 

Inquiries 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rodney Amadiz whose telephone number is (571) 272- 
7762. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sumati Lefkowitz can be reached on (571) 272-3638. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Sumati Lefkowitz/ 

Supervisory Patent Examiner, Art Unit 2629 
/R. A./ 

Examiner, Art Unit 2629 
6/11/08 



